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Art Unit: 3681 

DETAILED ACTION 

The following action is in response to the amendment and request for continued 
examination received June 7, 2006. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-8, 11-15, 18, and 20 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. Claim 1 calls for "a sleeve 

having a shape substantially conforming to the predetermined shape of the clutch 

housing". It is impossible to determine from the claims how similar in shape the sleeve 

and housing would be to be for one to be considered "substantially conforming" to the 

shape of the other. Thus the intended metes and bounds of the claim cannot be 

determined. Method claim 1 1 suffers from the same deficiency to the extent that a 

structural limitation would be patentable weight in a method claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1, 3, 4, 7-10, 18 and 19 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Usoro('901). Usoro discloses a clutch comprising a clutch housing 12, a 
piston 28, and a sleeve 18 having a predetermined shape that conforms to the housing. 
The sleeve is positioned within the clutch housing and forms a fluid passageway 48,26 
between the clutch housing 12 ad the sleeve 18 and forms a piston reactive cavity 
between the clutch housing 12, the piston 28, and the sleeve 18. The sleeve, as seen 
in Fig. 1 of Usoro, has a portion that can be considered a first portion and two stepped 
portions readable as first and second stepped portions. The sleeve further includes a 
passage 50 which can be considered a fluid entry passage for the entry of fluid into 
balance chamber 46. Fluid travels through the entry passage and also travels through 
the fluid passageway and into the piston reactive cavity. The sleeve in Usoro has a 
surface for sealing engagement with the piston, as seen in Fig. 1 . The Usoro device 
has a centrifugal compensation device 42, and the sleeve has a centrifugal retaining 
device 68 to retain the centrifugal compensation device. These claims call for "a driven 
mechanism connected with said clutch housing". This limitation is already met by the 
Usoro device since the spline on the inner surface of the housing can be considered "a 
driven mechanism" insofar as defined. Regarding claim 19, a "transmission" can be 
anything that transmits torque. The spline on the housing of Usoro is capable of bating 
with plates 22 of a clutch, which can be considered a transmission insofar as defined. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

Claims 2, 11-17, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Usoro('901). In Usoro, the housing 16 is shown mounted on sleeve 
18. Since relative rotation is not permitted between the piston and the sleeve, it would 
have been obvious to one having ordinary skill in this art to mount the housing on the 
sleeve by an interference fit, the motivation being to firmly mount the hosing for rotation 
with the sleeve. Regarding the method claims, it is submitted that the claimed steps of 
providing a housing, attaching a piston, providing a sleeve, positioning the sleeve, 
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creating fluid passageways, and providing sealing surfaces would inherently be 
performed in making the device of Usoro. Claim 1 1 now further recites that the housing 
has a driven mechanism connected therewith. This is a structural limitation that would 
not carry weight in a claim to a method of assembly; but even giving weight to the new 

> 

limitation, claim 11 does not distinguish over Usoro as explained above regarding claim 
1. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Usoro('901) in view of Leichliter et al.('649). This claim calls for the use of "powered" 
metal for the sleeve. Leichliter et al. disclose the use of powered metal as suitable for 
use in a coupling. It would have been obvious to use this material in the Usoro device, 
the motivation being to form sliding sealing surfaces, as taught by Leichliter et al. 

Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Usoro('901) in view of Slesar et al.('193). These claims call the use of sintered iron for 
the sleeve. Usoro does not disclose a specific material for sleeve 18. Slesar et al. 
disclose the use of sintered iron for use in sleeves. It would have been obvious to use 
sintered iron for the sleeve 18 of Usoro, the motivation being to use a material taught as 
suitable for this environment. 
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Response to Arguments 

Applicants' arguments filed June 7, 2006 have been fully considered but they are 
not persuasive. Applicants argue that the sleeve 18 of Usoro does not substantially 
conform to the shape of the housing as called for in claim 1 . It can be seen in 
applicants 1 Fig. 2, that the shape of sleeve 46 bears little resemblance to that of housing 
34. Their shapes do conform, however, at 126 where they are connected. For that 
reason, the claim was initially considered to be accurate in the sense that a portion of 
the sleeve conformed to the shape of a portion of the housing. Thus the claim was 
merely considered broad rather than indefinite. It is apparent from applicants' remarks, 
however, that the claims are so open to varying interpretations that they do not meet the 
requirements of 35 USC 112, 2 nd paragraph. It would be impossible to tell how similar 
in shape the sleeve and housing would need to be to infringe the claim. Thus the metes 
and bounds of the claim have not been adequately defined. For this reason, a rejection 
under 35 USC 112, 2 nd paragraph, has been added. Giving the claims their broadest 
reasonable interpretation, they are still deemed properly rejected by the applied art for 
the reasons set forth in the rejections above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rodney H. Bonck whose telephone number is (571) 
272-7089. The examiner can normally be reached on Monday-Friday 7:00AM - 
3:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles A. Marmor can be reached on (571 ) 272-7095. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 
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